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DETAILED ACTION 
Response to Arguments 

1 . In response to the Pre-Appeal Conference request filed 12/1 9/2006, prosecution 
has been reopened and a new grounds of rejection has been entered. 

In regards to Applicant's arguments in the Pre-Appeal Brief, a new grounds of 
rejection under 102(e) in view of Elliot et al. (U.S. Patent No. 6,751,402). Furthermore 
the 1 12 1^* Paragraph rejection stands and the arguments regarding this rejection made 
in the Pre-Appeal Conference request are addressed below. 

Regarding the 1 12 1^* Paragraph rejection of claim 101 , Applicant states 
Paragraph 0038 states that the set top box 230 (control/playback box) may be 
incorporated into set-top box 220. The examiner fails to see how the integrated 
functionality of the two set top boxes relates to running at least one of a plurality of 
media applications on a client device based on said type of digital data content object. 
Regardless of the integrated functionality of these two set top boxes, the specification 
still fails to teach that even one of these set top boxes runs one of a plurality of media 
applications based on said type of digital data content object. The examiner agrees that 
the specification teaches that the set top boxes are capable of playing different types of 
digital content objects, but the specification fails to teach how one of a plurality of media 
applications (shown in Figure 7) achieves such result. Furthermore, the specification 
does not teach that the media control module is used for running at least one of a 
pluralitv of media applications on a client device . The examiner notes that the client 
device is simply a display device (see Figure 2) and that according to the specification, 
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the set top box contains the applications to retrieve, store and output a digital content 
object for display on the client device, not the client device. 

Applicant further argues that Paragraph 0052 states that set top box 220 also 
includes a media playback module 420 and a media control module 450. Again, the 
examiner does not understand how merely stating that a set top box contains two 
different media applications provides support for the media control module being used 
for running at least one of a plurality of media applications on a client device based on 
said type ofdiQital data content obiect 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which rt is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claim 101 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Applicant has amended the claims to recite that the control and acquisition set- 
top box runs, "at least one of a plurality of media applications on a client device on 
said type of digital data content object. The examiner notes that on Paragraphs 0033- 
0037 and 0040-0041, the specification states that the acquisition set top box 220 only 
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acquires content objects fronn multiple devices attached to the bus 200 and does not 
teach running a media application on one of the attached client devices. 
Regarding the 112 1®^ Paragraph rejection of claim 101 , Applicant states Paragraph 
0038 states that the set top box 230 (control/playback box) may be incorporated into 
set-top box 220. The examiner fails to see how the integrated functionality of the two 
set top boxes relates to running at least one of a plurality of media applications on a 
client device based on said type of digital data content object. Regardless of the 
integrated functionality of these two set top boxes, the specification still fails to teach 

that even one of these set top boxes runs one of a plurality of media applications based 

f 1 

on said type of digital data content object. The examiner agrees that the specification 
teaches that the set top boxes are capable of playing different types of digital content 
objects, but the specification fails to teach how one of a plurality of media applications 
(shown in Figure 7) achieves such result. Furthermore, the specification does not teach 
that the media control module is used for running at least one of a pluralitv of media 
applications on a client device . The examiner notes that the client device is simply a 
display device (see Figure 2) and that according to the specification, the set top box 
contains the applications to retrieve, store and output a digital content object for display 
on the client device, not the client device. The examiner further notes although the 
specification teaches that both set-top boxes can be integrated, the specification fails to 
teach how such an integration could be used in a way that would support the claim 
limitations. 



Application/Control Number: 09/91 0,31 6 Page 5 

Art Unit: 2623 

Applicant further argues that Paragraph 0052 states that set top box 220 also 
includes a media playback module 420 and a media control module 450. Again, the 
examiner does not understand how merely stating that a set top box contains two 
different media applications provides support for the media control module being used 
for running at least one of a plurality of media applications on a client device based on 
said type of digital data content object 

Although the specification fails to teach this limitation, the examiner notes that it 
is well known in the art for client device applications to be controlled by a master device 
in a home network, by the use of API or any other type of software level interface for 
devices (for example Son/s HAVI home network systems), which can contain various 
types of applications and protocols that are used to decode different types of digital 
content objects (photos, video, audio) for display on a display device. Therefore, in 
order to expedite the prosecution of the instant application, the examiner will reject the 
claims as written and will take Official Notice to the fact of ''running at least one of a 
plurality of media applications on a client device on said type of digital data content 
object (see rejection below). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
'another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 



f 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only rf the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 85-88, 106 and 108-111 are rejected under 35 U.S.C. 102(e) as being 
clearly anticipated by Elliot et al. (U.S. Patent No. 6,751,402). 

Referring to claim 85, Elliot discloses a home media system (see Figure 2) 
comprising a network (see Column 5, Lines 51-58). 

Elliot also discloses that the home media system further comprises an acquisition 
storage set-top box (see personal video recorder 200 in Figure 2), coupled to said 
network (see Column 5, Lines 56-58), for storing at least one digital data content object 
(see stored video streams 222 and 223 in Figure 3). 

Elliot also discloses that the control/playback set-top box (see set-top box 100 in 
Figure 2), coupled to said network (see Column 5, Lines 51-56 and note that auxiliary 
interface 130 is a component of set top box 100 in Figure 2), comprising a media 
playback module (see video output interface 120 in Figure 2) and a media control 
module (see microprocessor 140 in Figure 2), said media control module comprising an 
applications module for accessing, across said network, at least one digital data content 
object from said acquisition storage set-top box (see Column 3, Lines 20-24 and 
Column 6, Lines 36-53 for a microprocessor (media control module) that recognizes the 
connection to the digital video recorder 200 and in response to user input 142, 
generates the command that initiates the playback of a recorded television program 
stored on the digital video recorder 200), and for running at least one media application 
that provides functionality, through a user interface, to play media (see Column 4, Lines 
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19-47 for providing a media application to play media in the form of an electronic 
t t 

program guide), said media playback module comprising a decoder for decoding media 
comprised in said digital data content object (see video output interface 120 containing 
MPEG decoder 122 in Figure 2 and Column 5, Lines 16-39). 

Elliot also discloses a client device (see display device 300 in Figure 2), coupled 
to said control/playback set top box (see Figure 2 for display device 300 coupled to set 
top box 100 in Figure 2), for displaying said user interface for said media application 
(see Column 4, Lines 37-40) and for playing media comprised in said digital data 
content object (see Column 3, Line 64 through Column 4, Line 2). 

Referring to claim 86, Elliot discloses that said acquisition set top box further 
acquires said digital data content object external to said network (see Column 3, Lines 
1-61 for receiving a broadcast signal 102 to set top box 100 and providing the broadcast 
signal to the disk 220 in the digital video recorder 200 for storage, therefore, since the 
stored video stream is received from a broadcast source (which is external to said home 
network shown in Figure 2), the digital video recorder (acquisition set top box) 200 
clearly receives said digital data content object external to said network). 

Referring to claim 87, Elliot discloses that said decoder comprises an MPEG 
decoder (see MPEG decoder 122 in Figure 2). 
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Referring to claim 88, Elliot discloses that the control/playback set top box 
comprises a microprocessor, auxiliary interface that comprises an IEEE 1394 circuitry 
(see rejection of claim 85) and receives user input to allow a user to control the device, 
as well as outputting an EPG and video output to an external display (see Figure 2), 
therefore the control/playback set top box clearly represents a personal computing 
device. 

Referring to claim 106, see the rejection of claim 85 and further note that Elliot 
also discloses running at least one of a plurality of media applications suitable for said 
type of digital data content object (see Column 3, Line 66 through Column 4, Line 2 for 
the microprocessor 140 determining whether to provide a video stream broadcasted 
over broadcast transmission path 102 or a video stream from the digital video recorder 
200 in Figure 2, which are two different types of digital data content objects). 

Referring to claims 108-109, see the rejection of claims 104-105, respectively. 
Referring to claims 110-111, see the rejection of claims 86 and 88, respectively. 

I i 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claim 89 is rejected under 35 U.S.C. 103(a) as being unpatentable over Elliot et 
al. (U.S. Patent No. 6,751 ,402) in view of Zhou (U.S. Patent No. 6,353,700). 

Referring to claim 89, Elliot discloses all of the limitations in claim 85, but is silent 
about the control/playback set-top box comprises a frame buffer. 

Zhou discloses the use of frame buffers 402, 404 and 406 in Figure 4 for storing 
MPEG decoded frames, decoded by an MPEG decoder (see Column 6, Lines 51 
through Column 7, Line 32). 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art, to modify the video output interface 120, as taught by Elliot, to 
utilize the frame buffers, as taught by Zhou, for the purpose of providing a method and 
apparatus for playing an MPEG data file backward with a linear speed and even 
decoding computation for each of the compressed frames (see Column 2, Lines 51-54 
of Zhou). 

5. Claims 90, 103 and 107 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Elliot et al. (U.S. Patent No. 6,751 ,402) in view of Dara-Abrams et al. 
(U.S. Patent No. 6,826, 512). 

Referring to claim 90, Elliot discloses all of the limitations of claim 85, but fails to 
teach that the home media system further comprises a PDA for receiving user Input to 
control said control/playback set-top box. 

Dara-Abrams discloses a gateway device 14, which can be a PDA (see Column 
3, Lines 53-56) in a home media system (see Figure 2), which controls audio/video 
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content to be transferred between nnultiple electronic devices 30, which includes a 
control/playback set-top box (see set-top box 58 in Figure 2). 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art, to modify the home media system, as taught by Elliot, to utilize 
the PDA/gateway device, as taught by Dara-Abrams, for the purpose of providing a 
diversity of additional different consumer electronic devices commonly found in the 
average home (see Column 1, Lines 15-16 of Dara-Abrams). 

Referring to claim 103, Elliot discloses all of the limitations in claims 85, but fails 
to teach that said media application comprises a photo application for viewing digital 
data content objects comprising digital photo files. 

Dara-Abrams discloses the use of a digital camera in a home network system to 
provide digital photo content objects (see Column 6, Lines 30-34). 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art, to modify the home media system, as taught by Elliot, to utilize 
the digital camera to provide photo content objects, as taught by Dara-Abrams, for the 
purpose of providing a diversity of additional different consumer electronic devices 
commonly found in the average home (see Column 1, Lines 15-16 of Dara-Abrams). 

Referring to claim 107, see the rejection of claim 103. 
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6. Claim 91 is rejected under 35 U.S.C. 103(a) as being unpatentable over Elliot et 
al. (U.S. Patent No. 6,751,402) in view of Mano et al. (U.S. Patent No. 5,793,366). 

Referring to claim 91, Elliot discloses all of the limitations of claim 85, but fails to 
teach a personal computer for organizing a plurality of digital data content objects 
stored on said acquisition storage set-top box. 

Mano discloses that a personal computer can be used in an IEEE 1394 home 
network system, similar to Iwamura (see computer 18 in Figure 1). The personal 
computer 18 controls the OSD/GUI (graphical user interface 10), which allows a user to 
playback media from other digital devices (see Column 4, Lines 35-56). Further note 
that Mano discloses that the personal computer organizes a plurality of digital data 
content objects stored on said acquisition storage set-top box (see Figures 1 and 3 and 
Column 7, Lines 15-34 for the personal computer generating a GUI, which can access 
and organize/edit the data stored on a DVCR 30 or the digital camcorder 40). 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art, to modify the control/playback set-top box, as taught by Elliot, 
using the personal computer, as taught by Mano, for the purpose of providing a control 
device and interface that allows the user to control a variety of devices from a common 
source using a common control interface (see Column 2, Lines 50-52 of Mano). 

7. Claim 92 is rejected under 35 U.S.C. 103(a) as being unpatentable over Elliot et 
al. (U.S. Patent No. 6,751 ,402) in view of Humpleman et al. (U.S. Patent No. 
6,182,094). 
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Referring to claim 92, Elliot discloses all of the limitations in claim 85, but fails to 
teach that the control/playback set-top box identifies said user and restricts access to 
digital content objects based on said user. 

Humpleman discloses identifying a user and restricting access to digital data 
content objects based on said user (see Column 20, Lines 52-56).. 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art, to modify the home network IRD 100, as taught by Elliot, to 
include the security mechanism, taught by Humpleman, for the purpose of avoiding 
potential security access issues (see Column 20, Lines 52-53 of Humpleman). 

8. Claim 93 is rejected under 35 U.S.C. 103(a) as being unpatentable over Elliot et 
al. (U.S. Patent No. 6,751 ,402) in view of Iwamura et al. (U.S. Patent No. 5,883,621 ). 

Referring to claim 93, Elliot discloses all of the limitations in claim 85, but fails to 
teach a digital device for accessing digital data stored on a digital medium and a device 
interface, coupled to said digital device, for decoding said digital data and for 
transmitting said digital data on said network. 

Iwamura discloses that the home media system further comprises a digital device 
(see MD recorder 110, DVD Player 106 or DVCR2 1 12 in Figure 1 ) for accessing digital 
data stored on a digital medium (note that any of the digital devices mentioned above 
acquires digital data from a digital medium, such as a DVD, MD or storage device 
accessed by DVCR2) and a device interface, coupled to said digital device, for 
decoding said digital data (note that any of the digital devices mentioned above contain 
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circuitry that decodes the data on the digital medium in order for proper transmission 
over a 1394 network cable) and for transmitting said digital data one said network (note 
that of the devices contain IEEE 1394 bus interfaces used to transmit the digital data 
content objects over the 1394 network cables). Further note Figure 12, for transferring 
digital data from a DVD 900 to a DVCR1 903. 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art, to modify the home network system, as taught by Elliot, using 
the DVD player transferring digital data (over an IEEE 1 394 network) to a DVCR1 , as 
taught by Iwamura, for the purpose of allowing multiple devices in a home network to be 
controlled and displayed using a topology map displayed as part of a graphical user 
interface (see Column 1 , Lines 5-8 of Iwamura), 

9. Claims 101-102 and 104-105 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Elliot et al. (U.S. Patent No. 6,751 ,402). 

Referring to claim 101, Elliot discloses a home media system (see Figure 2) 
comprising a network (see Column 5, Lines 51-58). 

Elliot also discloses a control and acquisition set-top box (see digital video 
recorder 200 in Figure 2), coupled to said network (see Column 5, Lines 51-58), for 
storing a plurality of different types of digital data content objects (see Figure 2 for the 
digital video recorder storing a first and second video stream), said control and 
acquisition storage set-top box comprising a media control module (see video data 
stream manager 230 in Figure 2) for accessing, for transmission on said network, at 
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least one type |f said digital data content object (see Figure 2 for transnnitted a second 
video stream 223 over the recorded video signal transmission path 108). 

Elliot also discloses playback set top box (see set top box 1 00 in Figure 1 ), 
coupled to said network (see Column 5, Lines 51-58), for receiving said digital data 
content object from said control and acquisition storage set top box (see Figure 2 for 
receiving a video stream over recorded video signal transmission path 108), said 
playback set top box comprising a decoder for decoding media comprised in said digital 
data content object (see MPEG decoder 122 in Figure 2). 

Elliot also discloses a client device, coupled to said playback set top box (see 
client device 300 coupled to set top box 100 in Figure 2), for displaying output from a 
media application (see Column 4, Lines 37-40) and for playing media comprised in said 
digital data content object (see Column 3, Line 64 through Column 4, Line 2). 

As stated above, although rejection under 112 1^' paragraph, Iwamura fails to 
teach, "running at least one of a plurality of media applications on a client device on 
said type of digital data content object'. Although the specification fails to teach this 
limitation, the examiner takes Official Notice that it is well known in the art for client 
device applications to be controlled by a master device in a home network, by the use of 
an API or any other type of software level interface for devices (for example Sony's 
HA VI home network systems) for interpreting a specific type of digital data object 
transmitted and received throughout the home media network. 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art, to modify the home network system components, as taught by 
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Elliot, to utilize the software interface on each component of the home media network 
for the purpose of providing an easy to use software interface to provide interoperability 
between multiple devices. 

Referring to claim 102, see the rejection of claim 86, 

Referring to claim 104, Elliot discloses a video application for playing digital data 
content objects that comprise digital video files (see Column 3, Line 64 through Column 
4, Line 2). 

Referring to claim 105, see the rejection of claim 104 and further note that the 
video signal being displayed further comprises accompanying audio. 

Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examine^ shoul|j be directed to Jason P. Salce whose telephone number is (571) 272- 
7301 . The examiner can normally be reached on M-F 9am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller can be reached on (571 ) 272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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